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DETAILED ACTION 

Election/Restrictions 

Applicant's election of Group I (claims 1-7) in the reply filed on November 5, 2007 
is acknowledged. Because applicant did not distinctly and specifically point out the 
supposed errors in the restriction requirement, the election has been treated as an 
election without traverse (MPEP § 818.03(a)). 

Applicant is entitled to have Groups II rejoined under M.P.E.P. § 821.04, if the 
claims of Group I are ultimately found allowable. 

Group II is withdrawn from further consideration pursuant to 37 CFR 1 .142(b), as 
being drawn to a nonelected subject matter, there being no allowable generic or linking 
claim. Applicant timely traversed the restriction (election) requirement, and reserved the 
right to file a divisional application to the non-elected subject matter. 

An action on the merits on claims 1-7 is contained herein. 

Claim Objections 
Claims 2 and 5 objected to because of the following informalities: the 
claims refer to the periodic table. Examiner suggests Applicant include the elements in 
the claim. Appropriate correction is required. 

Claim Rejections - 35 USC § 112, second paragraph 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 
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Claims 1-7 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

Claiml recites "excepting indium", however, Examiner believes Applicant meant 
to recite "except". Additionally, in claim 3, Applicant includes indium. It's not clear if 
indium is part of the claim or not. 

Claim 1 is also indefinite for reciting "R represents each independently one or 
more substituent groups and/or substituent atoms" and "counteranion A". Examiner 
suggest including group/atoms (e.g., alkyl, sulfonate) and the counteranion (e.g., 
halogen, hydroxyl). 

Claims 2-3 and 5-6 is rejected for using the term "form". It is believed that 
Applicant intended to use the term "from". 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1 . Claims 1-7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Yamasaki et al. (EP 1004634 A2). 

Applicants claim a |u-oxo bridged heterometal naphthalo/naphthalocyanine 
compound represented by formulae I: 
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wherein all the variables are defined in the claims. 

Yamasaki discloses a ju-oxo bridged heterometal naphthalo/naphthalocyanine 
compounds having the exact formulae as Applicant. (See Abstract and pg. 3). The 
compounds in the European Patent Application has the following backbone structure: 



and falls within the range of the presently claimed a ju-oxo bridged heterometal 
naphthalo/naphthalocyanine compounds. (See pages 2-4). 

Since Yamasaki teaches the same compounds, Applicant claims are anticipated, 
and thus, rejected under 35 U.S.C. 102(b) is seen to be proper. 

2. Claims 1-7 are rejected under 35 U.S.C. 102(b) as being anticipated by 
Yamasaki. (U.S. Patent 6093514) 

Yamasaki discloses a |u-oxo bridged heterometal naphthalo/naphthalocyanine 
compounds having the exact formulae as Applicant's claimed compounds. (See 
Abstract and columns 3-4). The compounds in said patent comprise a mixture of 
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hydroxymetallo phthalocyaninine and alkoxy-bridged galliumophthalocyanine dimmers 
and falls within the range of the presently claim a ^i-oxo bridged heterometal 
naphthalo/naphthalocyanine compounds. 

Since Yamasaki teaches the exact compounds, Applicant claims are anticipated, 
and thus, rejected under 35 U.S.C. 102(b). 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Yamasaki et al. (EP 1004634 A2). 

Yamasaki teaches a generic group u-oxo metal phthalocyanine compounds, 
which embraces Applicants' claimed compounds. (See formula 1 and definitions on 
page 3). The claims differ from the reference by reciting specific species and a more 
limited genus than the reference. However, it would have been obvious to one having 
ordinary skill in the art at the time of the invention to select any of the species of the 
genus taught by the reference, including those instantly claimed, because the skilled 
chemist would have the reasonable expectation that any of the species of the genus 
would have similar properties, and thus, the same use as taught for the genus as a 
whole. One of ordinary skill in the art would have been motivated to select the claimed 
compounds from the genus in the reference since such compounds would have been 
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suggested by the reference as a whole. A prior art disclosed genus of useful 

compounds is sufficient to render prima facie obvious a species falling within a genus. 

Thus, Applicant's claims are obvious, and therefore, rejected under 35 U.S.C. 103. 

4. Claims 1-7 are rejected under 35 U.S.C. 103(a) as being unpatentable over 

Yamasaki et al. (U.S. Patent 6,093,514). 

Yamasaki teaches a generic group u-oxo metal phthalocyanine compounds, 

which embraces Applicants' claimed compounds. (See formula 1 and definitions in 

columns 3-4). The claims differ from the reference by reciting specific species and a 

more limited genus than the reference. However, it would have been obvious to one 

having ordinary skill in the art at the time of the invention to select any of the species of 

the genus taught by the reference, including those instantly claimed, because the skilled 

chemist would have the reasonable expectation that any of the species of the genus 

would have similar properties, and thus, the same use as taught for the genus as a 

whole. One of ordinary skill in the art would have been motivated to select the claimed 

compounds from the genus in the reference since such compounds would have been 

suggested by the reference as a whole. A prior art disclosed genus of useful 

compounds is sufficient to render prima facie obvious a species falling within a genus. 

Thus, Applicant's claims are obvious, and therefore, rejected under 35 U.S.C. 103. 

Obviousness-type Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
are not identical, but at least one examined application claim is not patentably distinct 
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from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, All 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 USPQ 
644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1 , 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 

Claims1-7 are rejected on the ground of nonstatutory double patenting over 
claims 1-5 of U. S. Patent No. 7,087,747 since the claims, if allowed, would improperly 
extend the "right to exclude" already granted in the patent. 

The subject matter claimed in the instant application is fully disclosed in the 
patent and is covered by the patent since the patent and the application are claiming 
common subject matter, as follows: in the claims of the patent and the instant 
application, the |u-oxo metal phthalocyanine compound core is shared and the patent 
and application differ in the use of a dimmer compound, where applicant substitutes a 
combination of a phthalocyanine compound. 



Conclusion 

Claims 1-7 are pending. Claims 1-7 are rejected. No claims are allowed. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to PAUL V WARD whose telephone number is 571-272- 
2909. The examiner can normally be reached on M-F 8 am to 4 pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James O Wilson can be reached on 571-272-0661 . The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

/ James O. Wilson / 
Supervisory Patent Examiner 
Art Unit 1624 
Technology Center 1600 



